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The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

The drawings are objected to because Figures la and lb show two forms of construction 
in the same view, including a prior art view. The different views in each of the Figures must 
have a separate Figure number, with the conventional view labeled as —Prior Art--. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed from 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "thin-walled" in the claims is a relative term which renders the claim indefinite. 
The term "thin" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

Regarding claim 1 , the phrase "such as" renders the claim indefinite because it is unclear 
whether the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

Also regarding claim 1, the reference to plural "outer rings" in the rolling bearing is not 
understood, since, as disclosed, each rolling bearing has only one outer ring. Additionally, there 
is no proper antecedent for "the bearing needles" in lines 7-8, since bearing needles have not 
been properly set forth as being a definite limitation of the claim. There is further no proper 
antecedent for "the fully hardened wall" in line 8. The limitation of "fully hardenable steel" in 
lines 5-6 does not provide the antecedent, as this merely implies that the steel is capable of being 
fully hardened, not that it is fully hardened. Moreover, a "wall" has not been properly set forth 
as a definite claimed structural limitation. The ratio of "wall" thickness to a diameter of bearing 
needles is further indefinite since it is unclear whether the bearing needles are part of the claimed 
combination. 
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Claim 3 is incomplete, as it does not specify what component the "heat-treatment steel" is 
used for. 

With respect to claim 4, the limitation "which is mounted in rolling bearing form" is not 
understood. Claim 4 lacks proper antecedents for "the closed base" in line 5, and "the end side" 
in line 6. The use of "it" in line 7 is indefinite. Claim 4 also lacks a proper antecedent for "the 
fully hardened wall" in lines 8-9. The phrase "fully hardenable steel" in line 8 does not provide 
the antecedent, as this merely implies that the steel is capable of being fully hardened, not that it 
is fully hardened. Additionally, the location of the "wall" is not specifically defined with respect 
to the joint bush structure. 

Claim 6 is incomplete, as it does not specify what component the "heat-treatment steel" is 
used for. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grell et al. US 
6,682,227. 

Grell discloses a thin- walled needle bearing, produced without removal of material, the 
outer ring produced from a cold-rolled strip, characterized in that the outer ring is produced from 
a cold-formable, fully hardenable steel, and the fully hardened wall having a core hardness of 
>600 HV and a surface hardness of > 680 HV. With respect to the limitation of a ratio of from 
1 :20 to 1 :5 being set between their wall thickness and the diameter of the bearing needles, as this 
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ratio is dependent on the relative size of the rolling elements, this is seen to be a matter of routine 
design optimization to one of ordinary skill in the art, and/or inherent in the structure of the thin- 
walled bearing of Grell, as the rolling elements are not seen to be a clearly defined element of the 
claim. With respect to the specific ranges of the hardnesses, Grell discloses core and surface 
hardnesses within the ranges claimed. With respect to claims 4-6, while Grell does not disclose a 
universal joint bush, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the bearing taught by Grell in known devices requiring the closed 
end structure of the bearing of Grell, including that of a universal joint. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas R. Hannon whose telephone number is (571) 272-7104. 
The examiner can normally be reached on Monday-Thursday (8:30-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on (571) 272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Thomas R. Hannon/ 

Primary Examiner, Art Unit 3682 



